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DETAILED ACTION 
Request for Continued Examination 

1 . The request filed on January 26, 2006 for an RCE based on parent Application 
No. 08/309,868 is acceptable and an RCE has been established. An action on the RCE 
follows. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 2-5, 11-12, and 15 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

4. Claims 11-12 recite "the presence of a biosludge" in the aeration tank. It is not 
clear whether this is the same biosludge which is recycled after ozonizing. 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longh 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
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F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



6. Claims 2-5, 1 1-12, and 15-16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable overclaims 1-8 of U.S. 
Patent No. 6,086,766 in view of Smith et al Ipat. No. 3,591 ,491 1 . It would have been 
obvious to one of ordinary skill in the art to withdraw the liquid phase and convert a high 
amount of biosludge into BOD components, as taught by Smith et al (column 7, lines 
33-36., Figure 1, #60), since producing cleansed water was the nearly universal goal of 
waste treatment methods and since Smith et al teach that converting a high amount of 
biosludge into BOD components and recycling the BOD components back into the 
process, resulted in a much lower amount of excess sludge (column 7, lines 33-36). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 2, 5, and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Smith et al [Pat. No. 3,591 ,491] in view of JP 3601 18299A. 

Smith et al teach a method of treating waste by aerating an organic waste into an 
aeration tank in the presence of aerobic microorganisms (Figure 1 , #29), separating the 
suspension into a sludge and liquid phase (Figure 1 , #32), withdrawing the liquid phase 
as treated water (Figure 1 , #60), recycling at least a portion of the sludge back to the 
aeration tank (Figure 1 , -5), ozonizing the sludge (Figure 1 , # 49., column 6, line 58), 
recycling the ozonized sludge back to the aeration chamber (Figure 1 , #45), optimizing 
flow levels and amounts to reduce excess solids (column 6, lines 30-34; column 7, lines 
11-25), and conveding 55-65% of the biosludge into BOD components (column 7, lines 
33-36) thus reducing the amount of generated excess sludge to less than the amount of 
BOD components recycled back into the process. Smith et al do not recite a PH of 5 or 
less created by an agent. JP 3601 18299A teaches a process for treating waste by 
ozonizing at a pH of 3-6, which is due to the addition of an acid (abstract). It would have 
been obvious to one of ordinary skill in the art to incorporate the pH level of JP 
3601 18299A into the invention of Smith et al since both are directed to methods of 
treating waste, since Smith et al already included an ozonizing step but simply did not 
mention the pH level (column 6, line 58), and since JP 3601 18299A teaches that waste 
was commonly and effectively ozonized at a ph of 3-6 (abstract). 

9. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Smith et al, in view of JP 3601 18299A, as applied above, and further in view of JP 
404225900A. 
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Smith et al and JP 3601 18299A teach the above mentioned concepts. Smith et al and 
JP 3601 18299A do not recite anaerobic acidogenesis and heating to 50-1 00°C. JP 
404225900A teaches a method of treating waste by heating sludge to 30-60°C and 
anaerobic acidogenesis (abstract). It would have been obvious to one of ordinary skill in 
the art to incorporate the heating and anaerobic acidogenesis of JP 404225900A into 
the invention of Smith et al, in view of JP 3601 18299A, since all are directed to methods 
of treating waste, since Smith et al already microbial digestion (Figure 1, #29 & 61), 
since JP 3601 18299A already included adjusting the PH to 3-6 (abstract), since the 
anaerobic acidogenesis of JP 404225900A would have eliminated the need to add an 
acid as done by JP 3601 18299A, and since many types of anaerobic bacteria were 
more active at elevated temperatures, such as those taught by JP 404225900A. 
10. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith et 
al, in view of JP 3601 18299A, as applied above, and further in view of Dorau et al [Pat. 
No. 5,362,395]. 

Smith et al and JP 3601 18299A teach the above mentioned concepts. Smith et al and 
JP 3601 18299A do not recite a membrane separation unit. Dorau et al teach a method 
of treating waste by use of a membrane separation unit (abstract). It would have been 
obvious to one of ordinary skill in the art to incorporate the membrane separation of 
Dorau et al into the invention of Smith et al, in view of JP 3601 18299A, since all are 
directed to methods of treating waste, since Smith et al already included a separation 
step (Figure 1 , #32), and since membrane separation was a commonly practiced means 
for separating waste sludge and liquid as taught by Dorau et al (abstract). 
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1 1 . Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith et 
al, in view of JP 3601 18299A, as applied above, and further in view of Lowther [Pat. No. 
4,178,239]. 

Smith et al and JP 3601 18299A teach the above mentioned concepts. Smith et al and 
JP 3601 18299A do not recite ozonizing the aerated suspension. Lowther teaches a 
method of treating waste by ozonizing the aerated suspension (Figure 1). It would have 
been obvious to one of ordinary skill in the art to incorporate the ozonizing of Lowther 
into the invention of Smith et al, in view of JP 3601 18299A, since all are directed to 
methods of treating waste, since Smith et al already included ozonizing (Figure 1, #.49), 
and since Lowther teaches that ozonizing the aerated suspension provided improved 
overall sewage removal (column 4, lines 14-40). 

12. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Smith et 
al, in view of JP 3601 18299A and Dorau et al, as applied above, and further in view of 
Lowther [Pat. No. 4,178,239]. 

Smith et al, JP 3601 18299A, and Dorau et al teach the above mentioned concepts. 
Smith et al, JP 3601 18299A, and Dorau et al do not recite ozonizing the aerated 
suspension. Lowther teaches a method of treating waste by ozonizing the aerated 
suspension (Figure 1 ). It would have been obvious to one of ordinary skill in the art to 
incorporate the ozonizing of Lowher into the invention of Smith et al, in view of JP 
3601 18299A and Dorau et al, since all are directed to methods of treating waste, since 
Smith et al already included ozonizing (Figure 1 , #9), and since Lowher teaches that 
ozonizing the aerated suspension provided improved overall sewage removal (column 
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Response to Arguments 

13. Applicant's arguments filed January 26, 2006 have been fully considered but they 
are not persuasive. 

Applicants argue that Smith et al do not recite converting biosludge into BOD 
components in an amount greater than the amount of generated excess sludge. 
However, Smith et al clearly teach converting and recycling 55-65% of the sludge into 
BOD components (column 7, lines 33-36) thus producing an amount of BOD 
components in excess of the generated excess sludge. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

The test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. 
Rather, the test is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981). 
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In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., production of zero excess sludge, overloaded conditions) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Drew E. Becker whose telephone number is 571-272- 
1396. The examiner can normally be reached on Mon.-Fri. 8am to 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (tolLfree). 




